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DETAILED ACTION 



Election/Restrictions 



1 . Applicant's election with traverse of Embodiment 3 of Figure 7 (on which new 
claims 29, 32, 37, 38 and 42 read) in the reply filed on 05/12/2009 is acknowledged. 
The traversal is on the ground(s) that the new claim 29 is generic because it reads on 
all the embodiments identified by the examiner. It is noted that claim 29 is new and was 
not available earlier for examiner to review. However, examiner agrees that the new 
claim 29 is generic and reads on all the embodiments identified in the restriction 
requirement. As such, claim 29 will be considered a generic claim, unless it is amended 
in future to a form that is not generic. Having resolved the only outstanding issue 
mentioned in applicant's traversal as above, the election will now be treated as an 
election without traverse. 



Claim Rejections - 35 USC §112 



2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 29, 32, 37, 38 and 42 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 



Application/Control Number: 10/566,810 



Art Unit: 2892 



Pages 



4. Claim 29 recites "each of the element patterns being arranged in each of the unit 
elements" (emphasis added). The broadest reasonable interpretation of unit elements 
is that they are building blocks of element patterns: i.e. several units create a pattern. 
Thus, whereas it is understandable how the unit elements may be arranged "in" the 
element patterns to form the patterns, it is not clear how each of the element patterns 
(i.e. the superset comprising unit elements) is arranged "in" each of the unit elements. 
For the purposes of this office action, it will be assume that the recitation is equivalent of 
"each of the element patterns being arranged with each of the unit elements". 

5. Claim 29 recites "at least two sheets" and requires "first internal electrodes 
formed on at least one of the sheets" and "a second internal electrode formed on at 
least another of the sheets". However, claim 32 (which depends from claim 29) recites 
that "first conductive patterns formed on one of the sheets"; that "second conductive 
patterns formed on another o f the sheets", which encompasses both the "at least two 
sheets" recited in claim 29. However, claim 32 further requires "third conductive pattern 
formed on the other of the sheets" and further that it be formed "in a transverse direction 
of both the ends of the one sheet; and the third conductive pattern is interposed 
between the first and second conductive patterns". It is not clear how this is possible in 
the scenario where there are only "two sheets", which is a subset of the claimed "at 
least two sheets". Applicant is also requested to show how the above limitations and 
claim 32 in general maps to the part callouts of the elected embodiment of Figure 7. 
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6. Regarding claim 42, the phrase "such as" renders the claim indefinite because it 
is unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP § 2173.05(d). For the purposes of this office action, it will be assumed that 
the limitations following the phrase "such as" are not part of the claimed invention. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

8. Claims 29, 32, 37 and 42 are rejected under 35 U.S.C. 102(b) as being 
anticipated by IDS reference Mandai (US 5,495,387), hereinafter Mandai. 

Regarding claim 29, Mandai (US 5,495,387) (refer to Figures 1-6) teaches a laminated 
chip element (Col. 44, lines 44-48) comprising a plurality of unit elements, comprising: 

at least two sheets (12b and 12c) laminated on each other (to form 11), each of 
the sheets having a desired property; 

a plurality of first internal electrodes (13 on sheet 12b) formed on at least one of 
the sheets (12b), each of the first internal electrodes being arranged in each of the unit 
elements; 
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a second internal electrode (14 on sheet 12c) formed on at least another of the 
sheets (1 2c) to extend over the unit elements; 

a plurality of element patterns (13, 14, 15, 26) including resistors (26 of Figure 6) 
or inductors formed on the sheets, each of the element patterns being arranged in each 
of the unit elements; 

a plurality of first (18 of Figure 6) and second (20 of Figure 6) external terminals, 
which are input and output terminals connected to the plurality of the first internal 
electrodes (13 on sheet 12b) and to the plurality of the element patterns (13, 14, 15, 26) 
, respectively; 

a third external terminal (21a of Figure 6), which is a common terminal connected 
to the second internal electrode (14); and 

a protective insulation layer formed on the uppermost one of the laminated 
sheets (Col. 4, lines 29-30). 

Regarding claim 32, Mandai (refer to Figures 1-6) teaches that said first internal 
electrode (13 on sheet 12b) includes a plurality of first conductive patterns (Col. 4, 
linesi 8-21 ) formed on one of the sheets (1 2b) in a direction of both ends of the one 
sheet, each of the first conductive patterns being arranged in each of the unit elements, 
and a plurality of second conductive patterns (14 on sheet 12c) formed on another of 
the sheets (12c) in the same direction as the first conductive patterns, each of the 
second conductive patterns being arranged in each of the unit elements; both opposite 
ends of the first (13) and second (14 connected to 15) conductive patterns are 
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connected to the first (18) and second (20) external terminals, respectively; said second 
internal electrode (14) includes a third conductive pattern (15) formed on the other of 
the sheets to extend over the unit elements in a transverse direction of both the ends of 
the one sheet; and the third conductive pattern (15) is interposed between the first and 
second conductive patterns. 

Regarding claim 37, Mandai (refer to Figures 1-6) teaches that metal pads (24 of 
Figures 4 and 6) are formed to be spaced apart from each other, and the element 
pattern (comprising 26) is formed to connect the metal pads to each other. 

Regarding claim 42, Mandai (refer to Figures 1-6) teaches that the element pattern 
(comprising resistor films 26) includes resistive material (Col. 4, lines 24-30). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

1 1 . Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mandai. 

Regarding claim 38, Mandai (refer to Figures 1-6) teaches substantially the claimed 
structure including that the protective insulation layer may be a resin (Col. 4, lines 29- 
30) but does not specifiy that the resin is specifically an epoxy. However, the use of 
epoxy resins to form protective insulation layers is well known in the art. It would have 
been obvious to one of ordinary skills in the art at the time of the invention to modify 
Mandai so that the protective insulation layer includes epoxy. The ordinary artisan 
would have been motivated to modify Mandai for at least the purpose of utilizing a 
protective insulation layer material which provides excellent protection against external 
contaminants and can be easily molded to a variety of shapes. 
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Conclusion 



Any inquiry concerning tiiis communication or earlier communications from the 
examiner should be directed to AJAY K. ARORA whose telephone number is (571 )272- 
8347. The examiner can normally be reached on Mon through Fri, 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thao X. Le can be reached on (571 ) 272-1708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. K. A./ /Chuong A Luu/ 

Examiner, Art Unit 2892 Primary Examiner, Art Unit 2892 
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